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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Applicant's response filed 02/12/10 in reply to the Office action of 08/19/09 has 
been entered. Claims 1-2 and 8-1 1 are currently amended. The declaration of Alain 
Lecompte of 1 1/19/09 has been considered. 

All previous objections and rejections not set forth below have been withdrawn in 
view of Applicant's amendment to the claims and/or arguments. 

Claims 1-12 are pending and are examined. 

Claim Rejections - 35 USC §112 

Claims 1 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. This rejection is repeated for the reasons of record 
as set forth in the last Office action of 08/19/09. Applicant's arguments filed 1 1/19/09 
have been fully considered but are not deemed persuasive. 

Claims 1 and 4 are indefinite for reciting forcing conditions without specifying the 
content and concentrations of the nutriment solution; only temperature conditions are 
recited. The specification does not define what is encompassed by the nutriment 
solution and the solution is not known in the art. Dependent claims 2-3, 5-7, and 12 do 
not obviate the rejection, therefore are included in the rejection. The claims were 
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inadvertently omitted in the last rejection; the claims depend from rejected claims 1 and 
4. 

Applicant asserts that the specification discloses the main features of the forcing 
conditions which are the nutriment solution temperature and room temperature. 
Applicant refers to Leteinturier et al cited in the reference for description of the 
composition of the nutriment solution. This is not found persuasive because the content 
and composition of the nutriment is not known and it is unclear how the temperature can 
be determined without knowing the composition/content of the nutriment solution itself. 
Applicant neither provided a copy of the Leteinturier et al reference nor provided a 
complete citation of the reference. Also, it is unclear if the nutriment solution is the same 
as NF medium or M4 medium shown on Tables I and II of the specification. Applicant's 
response does not provide any clarification with regard to the relationship between the 
nutriment solution of the claims and NF and M4 media of Tables I and II of the 
specification. 

Claim Rejections - 35 USC §112 

Claims 8-1 1 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This rejection is repeated for the reasons of 
record as set forth in the last Office action of 08/19/09. Applicant's arguments and the 
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declaration of Alain Lecompte under 132 filed 1 1/19/09 have been fully considered but 
are not deemed persuasive. 

Applicant asserts that the claimed recombinant plants are obtained by the 
process as set forth in the claims and are described by specific phenotypic features and 
that the Figures 2-7 of the drawings show the structural features of the plants. Applicant 
argues that the combination of tuberous roots and indented leaves distinguish the 
claimed Cichorium-type from previously known Cichorium-type plants. Therefore, 
Applicant argues that the claimed invention meet the written description requirement 
(response, pp.1 9-20). 

These are not found persuasive for the following reasons: firstly, according to the 
MPEP and related case law Eli Lilly, the written description of an invention requires a 
precise definition, such as by structure, formula [or} chemical name, of the 
claimed subject matter sufficient to distinguish it from other materiaf. The MPEP 
2163 states, the claimed invention as a whole may not be adequately described where 
an invention is described solely in terms of a method of its making coupled with its 
function and there is no described or art-recognized correlation or relationship between 
the structure of the invention and its function. The tuberous roots and indented leaves 
are insufficient to describe the claimed plants even if other Cichorium-type plants would 
not have tuberous roots and indented leaves. In addition, genes that confer the 
structural characteristics as set forth in the claims are neither known nor described in 
the specification. Therefore, the instantly claimed invention is not precisely described in 
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such a way to sufficiently distinguish the claimed plant from other Cichorium-type plant 
species. 

Applicant contends that the fact that that the one or more genetic determinants 
that confer the phenotypic characteristics of tuberous roots and indented leaves are not 
known represents features that are not reachable by one skill in the art and that 
knowledge would only have consisted a distinct way to describe the same claimed 
plants . 

These are not found persuasive because the fact that the genetic determinants 
that confer the phenotypic characteristics of tuberous roots and indented leaves are 
neither known in the prior art nor described in the instant specification supports 
Examiner's position that the claimed invention does meet the written description 
requirement. The MPEP states that one essential goal of the written description 
requirement is to clearly convey the information that an applicant has invented the 
subject matter which is claimed. See, In re Barker, 559 F.2d 588, 592 n.4, 194 USPQ 
470, 473 n.4 (CCPA 1977).; and another essential goal is to put the public in 
possession of what the applicant claims as the invention. See Regents of the University 
of California v. Eli Lilly, 119 F.3d 1559, 1566, 43 USPQ2d 1398, 1404 (Fed. Cir. 1997), 
cert, denied, 523 U.S. 1089 (1998). Therefore, the written description requirement 
implements the principle that a patent must describe the technology that is sought to be 
patented; the requirement serves both to satisfy the inventor 's obligation to disclose the 
technologic knowledge upon which the patent is based, and to demonstrate that the 
patentee was in possession of the invention that is claimed. Furthermore, the written 
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description requirement promotes the progress of the useful arts by ensuring that 
patentees adequately describe their inventions in their patent specifications in exchange 
for the right to exclude others from practicing the invention for the duration of the 
patent's term. Also, .see Capon v. Eshhar, 418 F.3d 1349, 1357, 76 USPQ2d 1078, 
1084 (Fed. Cir. 2005). 

Applicant also argues that the description of a plant by their phenotypic 
characteristics is a conventional way of defining the plant characteristics and that the 
plant breeder's right description requirement concern only phenotypic features of the 
novel variety. Applicant provides UPOV guidelines of three Cichorium species to 
support this position. Applicant, therefore, requests withdrawal of the rejection 
(response pp. 221-23). 

These are not found persuasive because the current application is filed under 35 
USC 1 1 1 (plant utility application) and not filed under 35 USC 1.161 (only for asexually 
reproduced plant varieties) , therefore, the written description requirement for plant 
patent utility applications and the written description requirement for PLT applications 
(asexually reproduced plant varieties) have different rules and guidelines. See MPEP 
1601-1612 for PLT applications and MPEP 2163 for the written description requirement 
of plant patent utility application. 

Therefore, the recombinant Cichorium plants produced by the above method are 
described by phenotypic characteristics only and not by phenotypic and genotypic 
characteristics. See the MPEP 2163 and related case law Eli Lilly cited in the last Office 
action. Neither the prior art nor the instant specification provides evidence that the 
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genes responsible for the phenotypic characteristics that belongs to class PPI, GPI, 
TFR, and SCA are known. Therefore, since the plants are not described both 
phenotypic and genotypic characteristics, the written description requirement is not 
satisfied. 

The Declaration of Alain Lecompte under 37 CFR 1.132 filed 11/19/09 is 
considered but is not found persuasive for the reasons set forth above. 

Remarks 

No claim is allowed. 

The claims are deemed free of the prior art of record. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Contact information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Medina A. Ibrahim whose telephone number is 
(571)272-0797. The examiner can normally be reached on M-TH 8:00 am to 5:30 PM, 
and every other Friday from 8:00 AM to 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MAI /Medina A Ibrahim/ 

10/1/2010 Primary Examiner, Art Unit 1638 



